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(Revised patent rules in India effective from 19 October, 2020)
[FREYE BISMIER]
- /
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3. Form 27 ¥ -
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The India Ministry of Commerce and Industry has issued a
notification that the Patents (Amendment) Rules, 2020, was released and

enforced on 19 October, 2020.

EIE R LERE s AmamAl - (2020 54 (f25]) #AI) Bk 2020
10 H 19 HE# A EHE -

In summary, the key amendments have an impact on the requirements
for filing priority documents and its verified English translation, as well as
the timeline and content required when submitting the Statement of

Working for a granted patent in India:

SR EBETE Ry LB e A FEEE SRR 20K LRGSR
A SR (5 A AR A S R R -

1. The requirements for submitting priority document(s) has been amended

to broaden the exception to include situations under Rule 17.1(b-bis)

of the PCT Regulations, wherein the applicant asks the Receiving
Office to obtain the priority document from a digital
library. Furthermore, submission of an English translation is only
required when the validity of the priority claim is relevant to
determination of patentability or when errors in the international filing
date have been corrected (Rules 51bis.1(e)(i) and (ii) of the PCT
Regulation).

BEREE TR T KIS AB LRSI BIoL > B T (PCT
BRI A0 17.1 (b 2 =) BUEAVIEN - P EEE AN EOR 2
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2. A Statement of Working for a granted patent will have to be filed for
each financial year (beginning 01 April) instead of the calendar year
as previously stipulated, starting from the financial year commencing
immediately after the grant of the patent. Further, the statements can

be submitted within six months from the expiry of each financial year.

BRI R I B T BB ARHEHE B R (1€ 4
H 1 Hi#E) 352 > ARSI ERT HEFHER » ok > AT PUE
T B R w2 Y 75 i H N EEAC A -

Practice Recommendations

Submission of priority document

If a priority document is made available to the International Bureau
from a digital library under Rule 17.1(b-bis) of the PCT Regulations, the
Applicant need not submit the priority document. In addition, a verified
English translation of the priority document no longer needs to be filed
unless the application falls under Rules 51bis.1(e)(i) and (ii) of the PCT

Regulations.

ASRAB SR AREE PCT AlIANSE 17.1 (b-Z2 =) fREBE T EF
EEFIEPR A SRRt - AR NIERR TR SCB ST - ES1 > BRIEHH
saZefte € PCT EHEdHRT) AHAT 51 2.1 (e) (i) Al (i) HIBE -
& AR P R R A 4 A BB U (B e e SR GRS -
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Statement of Working

Accordingly, for the upcoming reporting, the Statement of Working
for patents granted before 01 April 2020 can be submitted from 01 April
2021 to 30 September 2021. Relevant information from the period 01 April
2020 to 31 March 2021 will need to be submitted.

For more details of the amendments to the India Patent Rules, please

refer to the write-up below.

R > BTDAFE 2021 52 4 A 1 HE 2021 £ 9 A 30 H 22
2020 4F 4 H 1 HZATCAAERFBIEAHEE - 2020 4 4 H 1 HZ
2021 7 3 H 31 HEAMAVAHRE &SRR 22T -

HRMEEFHER - SR N OGE -
I. Priority document

The previous Rule 21 stipulated that a priority document
Is not required to be filed if the same has been filed at the Receiving Office
under Rules 17.1(a) and 17.1(b) of the PCT Regulation. In addition, it was
also stipulated that a verified English translation of the priority document
had to be filed in all national phase applications if the priority document

was not in English.

TERTHYER 21 (RAUE - AIRESCRESL IR ELEMRR PCT AREEHVAHHA]
17.1 (a) #1171 (b) $E5%5 725 - AHEFREIR BT -
BESh - BRREE B RESAR T - R A B 5 PE B F ARy
SNBSS YA A RS T SR -

[ 45 30 2 B (AT T4 - S L A4 WL ] 202012 H T
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The amendments to Rule 21 broadens the exception to include Rule

17.1(b-bis) of the PCT Regulations, where the applicant asks the Receiving

Office to obtain the priority document from a digital library.

BEREE A T ARIARIE 21 RSB STRESL R BT MR
a7 ( PCT &) 4R 17.1 (b 2 =) ERVFEN » Ko EEE
ANER A7 it &1 (8] = R B B S s

In addition, according to amended Rule 21, the Patent Office can ask
for submission of a translation only when a case falls under Rules

51bis.1(e)(i) and (ii) of the PCT Regulations i.e. only when:

EES AREBZEEAEETHYEE 21 k> HAEZREEIRC PCT EhtdiAl)
51z =1 (e) (i) A0 (i) HYELT » BIFELUELT » A
A RE BRI B -

a. the validity of the priority claim is relevant to determination of

patentability, or
(BIeAEELZE I AT MY HIE AR - 2

b. errors in the international filing date have been corrected (under Rules
20.3(b)(ii) or 20.5(d) on the basis of the incorporation by reference
under Rules 4.18 and 20.6 of the PCT regulations).

e PCT BRPREF FREE ZERFHYSEER IR (9 PCT fiRBIAH
HIj 4.18 1 20.6 Ay&fAll 20.3 (b) (ii) ;205 (d) ) -

I1. Changes to Statement of Working

[ a5 2 TR AR AT IS - HOEER PR L ] 202012 LT
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As per the Indian Patent (Amendment) Act, 2005 under Section 85,
the Patents should be worked in India on a commercial scale and to the
fullest extent within the territory of India and the patented article should be

available at reasonably affordable prices to the public in India.

R 2005 £ (ENEEN] (BIEF) 7A&) (55 85 fR) HUME @ &
MIFEAEEIE e R RS b - SAF BN N B KPR EE S E A - I H.
EAECHI A RERYE mE Ll S AV R EI R -

Every patentee and licensee is required to furnish a periodical
statement specifying the extent to which a patent has been commercially
worked in India. Previously, such statement was to be furnished every
calendar year within three months of the end of each year under Section
146 (2) of the Patent (Amendment) Act. 1970 and Rule 131 of the Patent
Rule, 2003. This means that every patentee and every licensee had to file a
working statement by 31 March of the year outlining the information

regarding the commercial working of patent in the previous calendar year.

TR SFAHE ANIE AN E 0 ZE e e B — (o SR {5 R - 56t
HH S A EIE PR (LRVAZEE - STaiiReE 1970 SEHARFAIFT 2003 F-5
HMERANSE 131 iy (FF] (BIEFE) 7E) 5 146 (%5 (2) 30 #%
eSS R AV AT = (8 H TR0t - Wit 2 B E S AR ANt
NEBNVEAEE R 3 H 31 H Z AR E— (i H /& A REHY
BA|p SR B ERVEEN -

Previous Rule 131(2) states:

“The statements referred to in sub-rule (1) shall be furnished in respect

of every calendar year within three months of the end of each year.”

(45 FaslL 5 2 (BB R AT IS » BOMEEIA LA (MR ] 2020.12 T
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The amended Rule 131(2) states:

“The statements referred to in sub-rule (1) shall be furnished once in
respect of every financial year, starting from the financial year
commencing immediately after the financial year in which the patent was
granted, and shall be furnished within six months from the expiry of each

such financial year.”

The amendment to Rule 121(2) means that the Statement of Working
for a granted patent will have to be filed for each financial year (as opposed
to calendar year) starting from financial year commencing immediately

after the grant of the patent. The financial year is taken to begin on 01 April.

IR LR AVAIRT 121 (2) > EE SR E HZEHF LA
TEAEHEEA B ERGTE R - WMEEERER 4 H 1 HbfA -

In addition, the deadline to submit the Statement of Working is now
6 months from the expiry of the financial year, as opposed to the previous
deadline of 31 March every year (3 months from the end of calendar year).
As the financial year is taken to be 01 April to 31 March of the subsequent
year, the Statement of Working must be submitted latest by 30 September

for the relevant financial year.

BEAN > SRR B R BH AV AR L H BRE I B it 1Y 6 i H
A TS RTRIRELLE HIE A 3 A 31 B (HEFEimpify 3EH ) -
PR BEEE R FT—FAY4 H 1 HE 3 H 31 H - RIEbmIRA
FEARRBEA BUFRERY 9 H 30 H Z A s S A R -
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Amendments have also been made to Form 27 (Statement Regarding

the Working of Patented Invention(s) on a Commercial Scale in India). The

amendments are detailed below.

A& 27 L T ARSI EIE R R AR ERYE - 3R E

IEATR

(%

. The amended form allows patent holders to submit a consolidated

statement for related patents, wherein the approximate revenue / value
accrued from a particular patented invention cannot be derived
separately from the approximate revenue/value accrued from related

patents.

EEURHIZRAS SUET A ASESHHBE SRy & O - Horpr
TE SR FRAS A m] (e ELAUAH BE S A ch a7 i 2k -

Removal of the requirement of identifying licenses/sub-licenses in a

given year.

MU T R BB TSR R 03

Removal of the requirement of having to state whether the public

requirement has been met at a reasonable price.

RFESHE G EENERS IO e ALK -

. Details for patents that are worked or not worked are to be provided in

500 words.

EL{E A ECR BV EAH B &SRB 500 LA -
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BERERERERIE  ERERAEfE S A R (Form 27)
B T A RERVERN - HEAAFEARE A GRS  HEAEEE—
HR o FEAURERY SRS E N - I - EIEFAE SLETAERR LR T
R ARESR BT 3 T =07 - H P RIRAFENE BRI 2 5 B
BT SHEIE A > BR T RSB =542 Tom AR AT R - BEECRE
hE S REE R KR ST AR R AR S BRI EERNERE 2 — Hik
REFIRE 2 SNE T REHE PR DA E E AR B 5T - By & 031 - BIfESE
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